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REMARKS 

The Abstract has been amended. In view of the foregoing emeodment, and fhetemtt 
that follow^ Applicants respectfiilly request reconsideration. 

Objection to Abstract 

The Office Action objected to the Abstract, identifying two probloms and suggesting 
appropriate corrections. The foregoing amendments to tho Abstract implement the changes 
suggested by the Examiner. It is respectfully submitted that the Abstract is now in proper form, 
and notice to that effect is respectfully requested. 

Claim Rejections under 3S U.S.C, S102 

The Office Action rejects Claims 1-28 under 35 U.S.C. §102 as anticipated by Berg U.S. 
Patent Application Publication No. 2002/0022SH&9. This ground of rejection is respectfully 
traversed, for the following reasons. 

As explained in MPEP §2131, anticipation under §102 requiuss the presence in d single 
prior art reftrenoe of each and every element of the claimed invention, and the elements in the 
reference must be arranged as required hv the claim . In other words, the reference underlying a 
§102 r^ection must do more than merely disclose each and every element recited in the claim. 
The re fe ren ce must disclose all of tliose elements in a single embodiment that contains the entire 
comMnaifon recited in the clainu including all recited interrelationships between recited 
elements. 

This requirement in MPEP §2131 is a icsuit of decisions by the federal courts and by the 
Board of Appeals. For examplei, the Court of Appeals ibr the Federal Circuit has consistently 
held that: 
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Aziticipatioa requirea the presence in a sin^ prior art re&ronco 
disclosure of each and every element of the clAttned invenlion^ 
airangad ffl ^ha claim. Undemann Ma&chintf\fubrik GmbH v. 
American Hoist &D€nickCo.,22l USPQ48l,485<Fed.Cir. 
1984), citing Connellv, Sears Roebuck & Co., 220 LTSPQ 193 
(Fcd^Cir. 1983). (Empha&ifl added). 



In Lindemam, the Federal Circuit struck down a finding of anticipation, emphasizing that the 
underlying analysis was ertoneous to ttie extent that it "treated the claims as mero catalogs of 
separate parts, in diaregard of the part-to-part relatfonships set ftrfh in the datms and that give 
the claims their meaning", Lindmmnn%\4%6. 

Within the Patent Office^ the Board of Appeals adheces to precisely the same 
lequiremenl. For example, an examiner used a reference to Partington as the basis for a §102 
ngection of claims presented by an applicant named Gould* Partington disclosed all of the 
daimed elements, but not in a single embodiment having all of the recited interrelatioziships 
between elements. Gould qypealed the rejection, and the Board of Appeals reversed fhe 
rqfection. Hie Boaid explained that: 



Gould has argued throug^iout fhe prosecution of fbts case fliati 
while an the elements of his daimed device were known (and are 
shown in Partington^ the elements were not arranged in the 
manner required bv the daims> Weag ree, ExparteGoiild,6 
USPQ2d 1680. 1682 (Bd.PatApp. & Int¥. 1987). 
(EnqAiasifl added). 



In the present ^yplication, the Berg publication discloses various separate and distinct 
embodimenlB^ indudioig (1) the embodiment of Figiires 1 -3, (2) the embodiment of Figure 4, 
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(3) the mbodimcanit of Figures 5-8. and (4) the embodimeiii of Figure 9. The Abstract of Berg » 
not directed specifically to my sin^o one of ^eBe embodiments, but instead Is a genmHzed 
discussion of some features that ere common to at least some of Oie embodiments. 

Begimiisg with Applicants' fhree independent claims (Claims 1, 9 and 17), an explanation 
of the § 102 rejection of these claims appears in the paragraph that bridges pagies 2-3 of the 
present Office Action. In oxplaini^g this § 102 rejection, the paragraph selectively draws 
teachings ftom (1) the Abstract of Berg, (2) the embodiment of Figure 7 of Berg, and (3) the 
embodiment of Hgure 9 of Berg. Thus, the $102 irjccdon of the independent claims is not based 
on a single embodiment of Berg, as required by § 102 and by MPEP §2 13 1, but instead is based 
on at lesst two diffezent embodiments in Berg (and possibly three or more different embodimflnts 
m Berg). Stated differently, this §102 rejection draws isolated stnictucal features fiom two or 
more distinct onbodiments, and Qien combmes fhem to make the rqection. The Examiner has 
Bppma&y assumed that, in a $102 rejection based on a single reference, any and all teachings in 
(be reference can be freely used in making the rejection. However, this is exactly what the 
examiner did m tiiG sbove-moxdonod Goidd case, and ttiat ^proach has been flatly rgected by 
Am Board ofAppeals and by fte federal courts. This is due in part to the Act Aat any attempt to 
combine two or more embodiments raises issues of obviousness imder 35 U.S.C. § 1 03, even if 
the embcMiimgifa are all in fliB same refarenecL The present t^ection is based on §102 rather then 
5103, and does not even attempt to meet die FTO^s requirements for establishing a prima fisicie 
case of obviousness under §103. 

Turning now to the dependent daims (Claims 2-8, 10-16 and 18-28), the 
§102 rejection hi the present OfBce Action selectively combhies teachings drawn fipm a variety 
ofdifferent embodiments in Berg. More specifically, the OfiBce Action selectively oombinea 
teachings drawn from (I ) tiie Abstract of Berg, (2) an embodiment mentioned in paragrsph 
[0008] of the Summaiy of the Invention section, (3) anotiier embodiment mentioned in parseraph 
[0012] of tiie Sumxnaiy of tiie Invention section, (4) the embodiment of Figures 1-3, including 
pamgrqAs [0023, 0026^ 0029^ 0035^ and 0036], (5) the embodiment of Figures 5-8, inchiding 
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FigUK 7 and paragraphs [0041 and 0042], and (6) the embodiment of Figure 9, including 
paragE^h [0046]. As discussed above, this approach does not even remotely satisfy the 
requirements of § 1 02 and MPEP §2131. As to each of Claims 1 -28, the Office Action fails to 
identify a Binde embodiment in Berg that includes the entirety of the subject matter recited in the 
claim» including not only ell of the recited elements, but also all of the recited interrelationships 
between the recited elements. In other words, the Examiner has not met the requirement of 
establishing that Beig disdoses "eveiy element of the daimed invention^ arranged as in the 
daim^. 

Thus, the § 1 02 rejection of Claims 1 -28 ^Is to meet the requirement noted by the 
Federal Circdt in Undermam, adhered to by the PTO Board in Gcxdd^ and reiterated by the PTO 
in MPEP §2131. Stated diSerently, Claims 1-28 of the p re se nt application are not antidpatcd by 
(be Berg ns&renoe fbr the same basic reason the Board of Appeals rated that Gould's cIiumQ vfcic 
not antidpated by the Paitix^n reference. Accordingly^ it is respectfully submitted that the 
§102 r^ectlon of Claims 1-28 is not proper and must be withdrawn^ and notice to that effect is 
respectfully requested. If the Examiner wishes to continue to rely on combinations of dements 
diswn fldecttvdy ftom multiple different embodiments in Berg, the Euminer would need to 
present those rejections under §103 rather than §102, and would need to meet the PTCys 
requirements fbr establishing a prima facie case of obviousness under §103. 

Claims 1 -28 are not subject to any otfier ground of r^ection. It Is fheielbio rvspecfivny 
submitted that aaims 1-28 are dlowable, and notice to thai effect ia reapectfiitly toquested. 

Cbndumon 

Based on the foreigoiqg, it is respectiully submitted that all of the pending claims Bate fully 
allowable* and fhvQirabteTeDMvsideratiosi of this flfiplica^ If 
the Examiner bdieves that examination of fhe pi'eaent application rtay be advanced in any way 
by a telephone conference^ the Examiner is invited to telq>hone fhe undenigned attorney at 
972.739-8647- 
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Atthottgh Am)Iicant8 believe that no is due in asaodalion with the fiiing of this 
Rraponse, the Commissioner is hereby authorized to charge any additional fee required by this 
paper, or to oedit any oveipayment, to Deposit Accouot No. 08*1394 of Haynes azzd Boone LLP. 



Date: November 8« 200S 

HAYNES AND BOONE, LLP 
901 Main Street, Suite 3100 
Dallas, Texas 75202-3789 
Telephone: (972) 739^900 
Facsimile: (214)200-0853 
File:2406L70 

Endoatiree: None 



R-n9721.l 



Respeet&lly submitted, 




T. Murray^Mtth 
RegistratiMiNo. 30;t22 
(972)739-8647 
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